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General Findings 
•  Finding 1: The first goal of university technology 

transfer involving IP is the expeditious and wide 
dissemination of university-generated technology for 
the public good.  
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General Findings 
•  Finding 2: The transition of knowledge into practice takes place 

through 
•  1.  students; 
•  2.  publication of research results in the open academic literature; 
•  3.  personal interaction between creators and users of new 

knowledge; 
•  4.  firm-sponsored (contract) research projects at universities; 
•  5.  multi-firm arrangements such as university-industry cooperative 

research centers; 
•  6.  consulting arrangements with individual private firms; 
•  7.  entrepreneurial activity that does not involve university-owned 

IP; and 
•  8.  licensing of IP to established firms or to new start-up 

companies. 
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General Findings 

•  Finding 3: The Bayh-Dole framework more 
effective than its predecessor in making research 
advances available to the public. 

•  Finding 4: The Bayh-Dole framework and university 
practices have not seriously undermined traditional 
academic norms. There is little evidence that IP 
considerations interfere with other important 
avenues of transferring research results to 
development and commercial use. 
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General Findings 

•  Finding 5:  A persuasive case has not been made 
for converting to an inventor ownership or “free 
agency” system in which inventors can dispose their 
inventions without university approval.  

•  Finding 6: Nevertheless, proposals to empower 
university-based inventors by giving them ownership 
or rights to independently market their inventions 
reflect a feeling in some quarters that in the current 
system of university management, inventor initiative 
is not sufficiently valued and encouraged.  
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Findings point to greater need for … 

•  clarity and balance in goals are to be served and 
how performance is judged; 

•  flexibility in how TTO’s are organized and conduct 
their business;  

•  observance of community-generated “good 
practice” guidelines, such as the Nine Points to 
Consider in Licensing University Technology; 
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Findings point to greater need for … 

•  flexibility in the terms of research sponsorship, 
licensing agreements, and exchanges of research 
tools and materials; recognition of the limited role of 
university-owned IP in transferring technology to 
established firms; 

•  development and use of broader measures of 
performance and new modes of evaluation of 
technology transfer; and 

•  transparency and accountability to the public. 
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Mission, Goals, Organization & Stakeholders 

•  Rec 1:  Leaders of each institution should articulate 
a clear mission for the unit responsible for IP 
management.  
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Mission, Goals, Organization & Stakeholders 

•  Rec 2:  I) Universities should consider creating a 
standing advisory committee composed of members 
of the faculty and administration; representatives of 
other business development units in or affiliated 
with the institution; members of the  business 
communities; and, if appropriate, local economic 
development officials. 

II) A separate committee should be charged with 
advising on university technology transfer policy and 
helping to resolve disputes between inventors and 
the technology transfer office. 
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Mission, Goals, Organization & Stakeholders 

•  Rec 3:  The objectives of technology licensing are 
best served by locating the technology transfer 
office in proximity and making it accountable to the 
university’s research management.  

•  Rec 4:  Smaller institutions should consider the 
following 
–  a) permit greater outreach by faculty and others who have 

the experience and inclination to pursue entrepreneurial 
development of their ideas;  

–  b) collaborating with larger institutions   

–  c) outsourcing certain functions to private entities. 
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Practices 

•  Rec 5: Universities should pursue patenting and 
licensing practices in an attempt to maximize the 
social impact of their technologies. 
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Practices 

•  Rec 6:  Committee endorses the  “9 Points to Consider in 
Licensing” : Universities should 

•  reserve the right to practice licensed inventions and to allow 
other non-profit organizations to do so (and in general, not 
require a negotiated licensing agreement). 

•  structure licenses in ways that promote investment, diligent 
development, and use, with milestone criteria to back up 
such requirements. 

•  strive to minimize the licensing of “future improvements.” 
•  try to ensure broad access to research tools. 
•  . 



13 

Practices 

•  Rec 6:  “9 Points to Consider in Licensing” continued 
•  anticipate and try to manage or eliminate technology 

transfer-related conflicts of interest. 
•  In cases where there is a market for the sale of unlicensed 

patents, avoid selling patents to “patent trolls.” 
•  try to anticipate which technologies may have applications 

that address important unmet social needs unlikely to be 
served by terms appropriate for commercial markets and to 
structure agreements to allow for these applications.  

•  . 
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Practices 

•  Rec 7: A university’s decision to initiate legal action 
against an infringer should reflect its reasons for 
obtaining and licensing patents in the first instance. 
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Recommendations 

•  Rec 8:  To facilitate the exchange of scientific 
materials sponsors should explicitly encourage and 
monitor compliance with requests for materials. 
Moreover, TTOs should  
– cease requiring use of Material Transfer 

Agreements for other nonprofits non-hazardous 
or non-human biological material for in vitro 
research, or 

– use only the Uniform Biological Material Transfer 
Agreement or the Simple Letter Agreement 
recommended by the NIH. 
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Recommendations 

•  Rec 9:  Universities should evaluate whether the 
technology is more appropriate for a start-up rather 
than an established firm and determine that the 
requisite assets for the start-up’s viability are in 
place or in process. In doing so the TTO should be 
prepared to collaborate with others.  
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Recommendations 

•  Rec 10:  Streamline Start-Up Firms Process: 
Universities seeking to encourage entrepreneurship 
should consider instituting expedited procedures/
standardized terms for licensing to start-ups formed 
by faculty, staff or students. 
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Recommendations 

•  Rec 11:  Streamline Sponsored Research Process: 
TTOs and sponsored research offices should 
explore ways to obviate the often protracted 
process of negotiating licensing terms, the principal 
source of friction and delay in reaching agreement. 
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Evaluation  

•  Rec 12: Universities should periodically review the 
operations of their technology transfer office in a 
manner similar to the evaluation of academic and 
administrative units.  

•  Rec 13: Coordinate efforts to develop a more 
balanced set of measures of total university 
knowledge exchange with the private sector to 
improve understanding of the process and its 
performance.. 
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Evaluation  

•  Rec 14:  There should be a clear assignment of 
federal government oversight responsibilities 

•  Rec 15:  Federal research agencies should 
reinvigorate the requirement that institutions reliably 
and consistently provide data to iEdison on the 
utilization of federally funded inventions, including 
licensing agreements and efforts to obtain such 
utilization.  
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Full Report Available at … 

    http://www.nap.edu/catalog.php?record_id=13001 


